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Th MAILING DATE of this communication appears on the cover sheet with th correspondenc address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE >3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on ^SlA ^ j l^-l^^ 4-22-02, 2-2 -60, 

2a)Q This action is FINAL. 2b)E3 This action is non-final. Qj\J 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-42 is/are pending in the application. 

4a) Of the above claim(s) 21-29 and 35-42 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-20 and 30-34 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)QAII b)Q Some*c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) O Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) * ^ / 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper Nofs ^E^ }^ 6) ^ Other: See Continuation Sheet, 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 1 3 



Continuation Sheet (PTO-326) Application No. 09/400,170 



Continuation of Attachment(s) 6). Other: The Declaration filed 12-14-99 has been entered. 
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DETAILED ACTION 



Election/Restriction 

1. Claims 21-29 and 35-42 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a non-elected invention, there being no allowable generic or linking claim. Election was made 
without traverse in Paper No. 9. 

Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in public 
policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise extension of the 
"right to exclude" granted by a patent and to prevent possible harassment by multiple assignees. See In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with.37 CFR 1.321(c ) may be used to overcome an 
actual or provisional rejection based on a nonstatutory double patenting ground provided the conflicting 
application or patent is shown to be commonly owned with this application, 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. A 
terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

3. Claims 30-34 are provisionally rejected under the judicially created doctrine f 
bvi usness-type double patenting as being unpatentable over claims 282 and 283 of copending 

application 09/158,308. 

Claims 1-4 are provisionally rejected under the judicially created doctrine of 
bvi usness-type double patenting as being unpatentable over claims 295 with 297 and claims 
300 with 302 of copending application 09/158,308. 

Although the conflicting claims are not identical, they are not patentably distinct from each other 

because of additional limitations within claims 283, 295, and 300; it is known to calender an endless web to 

keep tension within the web; and the first strip distance from the infeed edge isoptimizable/printing on 

both sides is conventional, depending upon the use of the finished product. 

This is a provisional obviousness-type double patenting rejection because the conflicting claims have 
not in fact been patented. 



4. A rejection based on double patenting of the "same invention" type finds its support in the language 
of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful process ... may obtain 
a patent therefor ..." (Emphasis added). Thus, the term "same invention," in this context, means an invention 
drawn to identical subject matter, Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 
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114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling or amending 
the conflicting claims so they are no longer coextensive in scope. The filing of a terminal disclaimer cannot 
overcome a double patenting rejection based upon 35 U.S.C. 101. 



5. Claims 5 and 7-12 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
inventi n as that of claims 269/292 and 270-275, respectively, of copending Applicati n N . 
09/158,308. 

Claims 13/15, 14, 17, and 19-20 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 276-280 of copending Application No. 09/158,30.8. 

These are provisional double patenting rejections since the conflicting claims have not in fact been 
patented. 



Claim Rejections - 35 USC § 102 



6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 



A person shall be entitled to a patent unless - (b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States. 



7. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Klein (US 
5,198,275). 

Claim 1, Klein teaches providing individual laminate cardstock including liner sheet 90 including a sheet 
and ultraremovable adhesive 95 on the sheet and cardstock sheet 80 adhered to adhesive 95, cutting through 
sheet 8'0'to sheet 90 to form cardstock cut lines 200 defining at least in part perimeters of printable media, 
and cutting through an outer face of sheet 90 to sheet 80 to form liner-sheet cut lines 300 defining a plurality 
of liner strips on the back of the laminate cardstock. (Asshown in Figure 8, the cardstock is provided as a 
plurality of connected cardstocks fan folded. J<!ejnjeaches that the car dstock canbe indivi dual sheets or a 
continuous cardstock which is fanfolded at intervals of the sheets. The individual sheets or c ontinuo us 



cardgo^karej^ using automa ted equipment after cutting, and the individual sheets can be 

provided from the continuous cardstock. 

Claim 2, Klein teaches adhesive- receptive coating 125 on the sheet in contact with adhesive 95 (c 2, 
L 40, to c 4, L 15). 
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8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless --(f) he did not himself invent the subject matter sought to be patented. 

9. Claims 5, 7-15, 17, and 19-20 are rejected under 35 U.S.C. 102(f) because the Applicant 
did n t invent the claimed subject matter. 

Claim 5, 7-15, 17, and 19-20 are directed to the same invention as that of claim 269/292 and 270-280, 
respectively, of commonly assigned 09/158,308. The issue of priority under 35 U.S.C. 102(f) of this single 
invention must be resolved. ' 

Since the U.S. Patent and Trademark Office normally will not institute an interference between 
applications or a patent and an application of common ownership, MPEP § 2302, the assignee is required to 
state which entity is the prior inventor of the conflicting subject matter. A terminal disclaimer has no effect 
in this situation since the basis for refusing more than one patent is priority of invention under 35 U.S.C. 
102(f) or (g) and not an extension of monopoly. 

Failure to comply with this requirement will result in a holding of abandonment of this application. 

10. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 (AIPA) do 
not apply to the examination of this application as the application being examined was not (1) filed on or 
after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 122(b). Therefore, this application 
is examined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 



11. Claims 5, 7-15, 17, and 19-20 are provisionally rejected under 35 U.S.C. 102(e) as being 
anticipated by copending application 09/158,308 which has a common inventor with the 
instant application. 

Based upon the earlier effective U.S. filing date of the copending application, it would constitute prior 
art under 35 U.S.C. 102(e), if patented. This provisional rejection under 35 U.S.C. 102(e) is based upon 
a presumption of future patenting of the copending application. 

This provisional rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the copending application was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate showing under 
37 CFR 1.131. 
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This rejection may not be overcome by the filing of a terminal disclaimer, In re Bartfeld, 925 F.2d 
1450, 17 USPQ2d 1885 (Fed. Cir. 1991). 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections 
set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 



13. This application currently names joint inventors. In considering patentability of the claims under 35 U.S.C. 103(a), the 
Examiner presumes that the subject matter of the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicants are advised of the obligation under 37 CFR 1.56 to point out the 
inventor and invention dates of each claim that was not commonly owned at the time a later invention was made in order for the 
Examiner to consider the applicability of 35 U.S.C. 103(c ) and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 



14. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Klein. 
Claim 4, Klein does not teach calendering for cutting. 

It is known to calender an endless web to keep tension within the web, and for this reason it would 
have been obvious to a person of ordinary skill in the art at the time the invention was made to have 
provided in Klein calendering the continuous cardstock for cutting. 



15. Claims 6 and 16 are provisionally rejected under 35 U.S.C. 103(a) as being obvious over 
copending application 09/158,308 which has a common inventor with the instant applicati n. 

Claim 6, 09/158,308 does not teach calendering for cutting; and, claim 16, 09/158,308 does not 
teach a blower system for removal. ». " 

It is known to calender an endless web to keep tension within the web and to use a blower system 
to ensure removal of particle cutting waste, and for these reasons it would have been obvious to a person 
of ordinary skill in the art at the time the invention was made to have provided in 09/158,308 calendering 
the continuous cardstock for cutting and a blower system for removal. 

Based upon the earlier effective U.S. filing date of the copending application, it would constitute prior 
art under 35 U.S.C. 102(e) if published or patented. This provisional rejection under 35 U.S.C. 103(a) is 
based upon a presumption of future publication or patenting of the conflicting application. 

This provisional rejection might be overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the copending application was derived from the inventor of this 
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application and is thus not the invention "by another/ 1 or by a showing of a date of invention for the instant 
application prior to the effective U.S. filing date of the copending application under 37 CFR 1.131. For 
applications filed on or after November 29, 1999, this rejection might also be overcome by showing that 
the subject matter of the reference and the claimed invention were, at the time the invention was made, 
owned by the same person or subject to an obligation of assignment to the same person. See MPEP § 
706.02(l)(l) and § 706.02(l)(2). 



16. Any inquiry concerning this communication or earlier communications should be directed to Examiner 
Linda L. Gray at (703)308-1093, Monday through Friday, 6:20 am to 3:50 pm. The necessary fax numbers 
are (703)305-7718 (before final) and (703)872-9311 (after final). The Examiner's supervisor, Richard 
Crispino, can be reached at (703)308-3853. 



Conclusion 





May 31, 2002 



PRIMARY EXAMINER 



